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Claims 8-1 1, 17, 23-24 and 26-34 are rejected under 35 US.C. § 1 12, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claim 8 is indefinite as to the phrase "height defined at least partially by a parabolic 
function " because the examiner is unclear as to how this is defining the height of the composite. 
What is meant by a parabolic function and how does this define the composite? Are applicants 
trying to claim that the composite comprises side faces that are curved (parabola shaped)? 

Claim 9 is indefinite as to the phrase "parabolic function includes a square root function" 
because the examiner is unclear as to what this claim is defining, thus rendering the scope of the 
claim unclear. What is meant by a parabolic function and a square root function and how do 
these define the composites? 

Claim 10 is indefinite as to the way it is written because it does not clearly define that the 
abrasive particles comprise modified abrasive particles. The claim should be rewritten (i.e. The 
abrasive article..., wherein the ceramic abrasive particles comprise ceramic abrasive 
particles that have been modified with at least one rare earth oxide modifier.) 

Claim 1 1 is indefinite as to the way it is written because it does not clearly define that the 
abrasive particles are modified with these additives. The claim should be rewritten (i.e. The 
abrasive article..., wherein the ceramic abrasive particles comprise ceramic abrasive 
particles that have been modified with an oxide of at least one of...). 

Claim 1 1 is also indefinite because it appears to be outside the scope of claim 10 because 
"cobalt" and "magnesium" are not rare earths. This claim should be dependent on claim 1. 
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Claim 17 is also indefinite because it appears to be outside the scope of claim 14 because 
claim 14 defines that the second time is 20 minutes (i.e. definite time defined) but claim 17 
defines a different time (i.e. 30 minutes). To overcome this rejection, the phrase "at least" 
should be used to define the second time in claim 14 (i.e. at least 20 minutes). 

Claim 23 is indefinite as to the phrase "removing the slurry from the production tool" 
(step (e)) because once the binder precursor (in the slurry) is cured, as defined by step (d), it will 
not longer be a slurry, but a cured form thereof Step (e) should be rewritten in a more clear 
manner. 

Claim 24 is indefinite as to the phrase "before the step of removing the slurry from the 
production tool" (step (e) of claim 23) because once the binder precursor (in the slurry) is cured, 
it will not longer be a slurry, but a cured form thereof This claim should be rewritten in a more 
clear manner. 

Claim 31 is indefinite as to the way it is written because it does not clearly define that the 
abrasive particles comprise modified abrasive particles. The claim should be rewritten (i.e. The 
method..., and ceramic abrasive particles, wherein the ceramic abrasive particles have 
been modified with at least one rare earth oxide modifier.). 

Claim 32 is indefinite as to the way it is written because it does not clearly define that the 
abrasive particles are modified with these additives. The claim should be rewritten (i.e. The 
method..., and ceramic abrasive particles, wherein the ceramic abrasive particles have 
been modified with an oxide of at least one of...). 

Claim 32 is also indefinite because it appears to be outside the scope of claim 31 because 
"cobalt" and "magnesium" are not rare earths. This claim should be dependent on claim 22. 
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Claim 34 is indefinite as to the phrase "height defined at least partially by a parabolic 
function " because the examiner is unclear as to how this is defining the height of the composite. 
What is meant by a parabolic function and how does this define the composite? Are applicants 
trying to claim that the composite comprises side faces that are curved (parabola shaped)? 

Claim 34 is also indefinite as to the phrase each of the abrasive composites, each of the 
abrasive composites" since this phrase is defined twice. 

The other claims are indefinite because they depend on indefinite claims. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-34 are rejected under 35 U.S.C. 103(a) as being unpatentable over Hoopman et 
al. (248) in view of Abrahamson. 

Hoopman et al. (248) teaches in column 7, line 59-column 15, line 7, a structured 
abrasive article which comprises a backing having a front face and a plurality of abrasive 
composites on the front face, wherein the abrasive composites comprises a mixture of 
conventional abrasive particles (which have the claimed size) and a radiation curable binder, the 
binder being present in the claimed amount. The composites are defined as being any shape and 
have a height within the claimed range. Column 17, line 17-column 18, line 68 and column 20, 
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line 64-column 21, line 68 define methods of making the structured abrasive article, said method 
comprises the claimed steps. The article is used to grind a surface. Column 1, lines 28-53, 
column 4, lines 44-48, column 6, lines 20-35 and column 17, line 7-1 1 implies that the abrasive 
articles provide a consistent cutting rate and a consistent surface finish when used to grind a 
surface. 

Abrahamson teaches in column 10, lines 35-40, column 1 1, lines 18-20 and claim 1, that 
rare earth oxide modified alumina and seed alumina are known abrasive particles to be used to 
make abrasive composites for structured abrasives. 

With respect to the composition, the primary reference teaches structured abrasive 
articles which comprise all of the features on the instant claims, except the literal recitation of the 
cut rate/time limitation. The reference teach all of the claimed components and abrasive sizes 
and composite heights which encompass the claimed values and therefore no distinction is seen 
to exist because the subject matter as a whole would have been obvious to one having ordinary 
skill in the art at the time the invention was made to have selected the overlapping portion of the 
range disclosed by the reference because overlapping ranges have been held to be a prima facie 
case of obviousness, see In reMalagari, 182 U.S.P.Q. 549; In re Wertheim 191 USPQ 90 
(CCPA 1976)". With respect to the cut rate/time limitation, column 1, lines 28-53, column 4, 
lines 44-48, column 6, lines 20-35 and column 17, line 7-1 1 of Hoopman et al. (248) implies that 
the abrasive articles provide a consistent cutting rate and a consistent surface finish when used to 
grind a surface and it is the examiners position that this suggests or implies that the cut rate/time 
characteristics can be consistent with the claimed limitations absent evidence to the contrary. 
Although the reference does not literally define this limitation, this does not preclude the 
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material of the reference from having this characteristic. Since the products are otherwise the 
same, one would expect these values to be the same also since they are a function of the material 
characteristics of the end-product. In addition, instant claims 1-13 use the phrase "in use" 
before the cut rate/time limitation and this phrase is the intended use, thus any limitation 
following said phrase is an intended use limitation which provides no weight to the claimed 
composition. If applicants wish this limitation to be a consideration, they should remove 
the phrase "in use" from claim 1. The primary reference teaches examples of abrasive 
particles and it is the examiners position that one skilled in the art would have found the use of 
any abrasive particles, specifically the ones disclosed by the secondary reference, obvious as the 
abrasive particles in the abrasive articles according to the primary reference because the 
substitution of one abrasive for another that is used for the same purpose (to make abrasive 
composites) is well within the level of ordinary skill in the art. With respect to the shape, the 
primary reference states that the composites can be any shape, thus making the claimed 
limitation of a parabolic shape obvious. 

With respect to the method of making the article, the primary reference teaches all of the 
claimed method steps, thus no distinction is seen to exist. 

With respect to the grinding method, the reference teaches a grinding method and it is the 
examiners position that multiple grinding steps is a obvious modification of the reference absent 
evidence to the contrary. 

Claims 1-34 are rejected under 35 U.S.C. 103(a) as being unpatentable over Hoopman et 
al. (217) in view of Abrahamson. 
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Hoopman et al. (217) teaches in column 11, line 26-column 16, line 68, a structured 
abrasive article which comprises a backing having a front face and a plurality of abrasive 
composites on the front face, wherein the abrasive composites comprises a mixture of 
conventional abrasive particles (which have the claimed size) and a radiation curable binder, the 
binder being present in the claimed amount. The composites are defined as being an^ shape and 
have a height within the claimed range. A specific shape is defined in column 16, lines 43-47 
(conical) and shown in the figures. Column 19, line 6-column 22, line 23 define methods of 
making the structured abrasive article, said method comprises the claimed steps. The article is 
used to grind a surface. Column 1, lines 25-53, column 4, lines 38-48, column 7, lines 1-10 and 
column 18, lines 54-60 implies that the abrasive articles provide a consistent cutting rate and a 
consistent surface finish when used to grind a surface. 

With respect to the composition, the primary reference teaches structured abrasive 
articles which comprise all of the features on the instant claims, except the literal recitation of the 
cut rate/time limitation. The reference teach all of the claimed components and abrasive sizes 
and composite heights which encompass the claimed values and therefore no distinction is seen 
to exist because the subject matter as a whole would have been obvious to one having ordinary 
skill in the art at the time the invention was made to have selected the overlapping portion of the 
range disclosed by the reference because overlapping ranges have been held to be a prima facie 
case of obviousness, see In re Malagari^ 182 U.S.P.Q. 549; In re Wertheim 191 USPQ 90 
(CCPA 1976)". With respect to the cut rate/time limitation, column 1, lines 25-53, column 4, 
lines 38-48, column 7, lines 1-10 and column 18, lines 54-60 of the reference implies that the 
abrasive articles provide a consistent cutting rate and a consistent surface finish when used to 
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grind a surface and it is the examiners position that this suggests or implies that the cut rate/time 
characteristics can be consistent with the claimed limitations absent evidence to the contrary. 
Although the reference does not literally define this limitation, this does not preclude the 
material of the reference from having this characteristic. Since the products are otherwise the 
same, one would expect these values to be the same also since they are a function of the material 
characteristics of the end-product. In addition, instant claims 1-13 use the phrase "in use" 
before the cut rate/time limitation and this phrase is the intended use, thus any limitation 
following said phrase is an intended use limitation which provides no weight to the claimed 
composition. If applicants wish this limitation to be a consideration, they should remove 
the phrase "in use" from claim 1. The primary reference teaches examples of abrasive 
particles and it is the examiners position that one skilled in the art would have found the use of 
any abrasive particles, specifically the ones disclosed by the secondary reference, obvious as the 
abrasive particles in the abrasive articles according to the primary reference because the 
substitution of one abrasive for another that is used for the same purpose (to make abrasive 
composites) is well within the level of ordinary skill in the art. With respect to the shape, the 
primary reference states that the composites can be any shape, thus making the claimed 
limitation of a parabolic shape obvious. In addition, the reference teaches a specific shape, as 
defined above, and this shape is parabolic, thus no distinction is seen to exist. 

With respect to the method of making the article, the primary reference teaches all of the 
claimed method steps, thus no distinction is seen to exist. 
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With respect to the grinding method, the reference teaches a grinding method and it is the 
examiners position that multiple grinding steps is a obvious modification of the reference absent 
evidence to the contrary. 

In all the rejections above, the desired particle size is a function of the application 
and mere recitation of that size does not represent a patentable distinction over these 
references to one of ordinary skill in the art, lacking evidence to the contrary* 

In view of the teachings as set forth above, it is the examiners position that the references 
reasonably teach or suggest the limitations of the rejected claims. 

"A reference is good not only for what it teaches but also for what one of ordinary 
skill might reasonably infer from the teachings. In re Opprecht 12 USPQ 2d 1235, 1236 
(CAFC 1989); In re Bode USPQ 12; In re Lamberti 192 USPQ 278; In re Bozek 163 USPQ 
545, 549 (CCPA 1969); In re Van Mater 144 USPQ 421; In re Jacoby 135 USPQ 317; In re 
LeGrice 133 USPQ 365; In rePreda 159 USPQ 342 (CCPA 1968)". In addition, "A 
reference can be used for all it realistically teaches and is not limited to the disclosure in its 
preferred embodiments* 9 See In re Van Matter^ 144 USPQ 421. 

"A generic disclosure renders a claimed species prima facie obvious. Ex parte 
George 21 USPQ 2d 1057, 1060 (BPAI 1991); In re Woodruffs USPQ 2d 1934; Merk & Co. 
v. BiocraftLab. Inc. 10 USPQ 2d 1843 (Fed. Cir. 1983); In reSusi 169 USPQ 423 (CCPA 
1971)". 

The subject matter as a whole would have been obvious to one having ordinary skill in 
the art at the time the invention was made to have selected the overlapping portion of the range 
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disclosed by the reference because overlapping ranges have been held to be a prima facie case of 
obviousness, see In reMalagari, 182 U.S.P.Q. 549; In re Wertheim 191 USPQ 90 (CCPA 
1976)". 

The change in sequence of adding ingredients would have been obvious to one of 
ordinary skill in the art absent evidence to the contrary. In re Gibson 5 USPQ 230. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael A Marcheschi whose telephone number is (571) 272- 
1374. The examiner can normally be reached on M-F (8:00-5:30) First Friday Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark L Bell can be reached on (571) 272-1362. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions oimcce/s to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-21 7-9 W/(tmWree). 

Michael A Marcheschi 
Primary Examiner 
Art Unit 1755 
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